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REMARKS 

The present application includes pending claims 1-65, all of which remain rejected. The 
Applicants respectfully submit that the claims define patentable subject matter. 

The Office Action objected to the drawings because a "second pivot assembly" is not 
shown. The Applicants respectfully submit, however, that a second pivot assembly is shown, for 
example, in Figures 12 and 13. 

Claims 2 and 25 were rejected under 35 U.S.C. 1 12, first paragraph. The Applicants note 
that claim 1 recites "at least one pivot assembly being operatively connected to each of said first 
and second compression plates." Claim 1 does not recite "a pivot assembly being operatively 
connected to each of said first and second compression plates." Two pivot assemblies, for 
example, are "at least one pivot assembly." Claim 2 recites "wherein said at least one pivot 
assembly comprises first and second pivot assemblies, wherein said first pivot assembly is 
operatively connected to said first compression plate, and said second pivot assembly is 
operatively connected to said second compression plate." Such an arrangement is clearly shown 
and described with respect to Figures 12 and 13, for example. Thus, the Applicants respectfully 
request reconsideration of this rejection. 

Claims 1-17, 19-39, 41-44, 46-50, 52-62, 64 and 65 stand rejected under 35 U.S.C. 
103(a) as being unpatentable over United States Patent No. 5,470,927 ("Shmulewitz") in view of 
United States Patent No. 5,706,327 ("Adamkowski"). Claims 18, 40 and 63 stand rejected under 
35 U.S.C. 103(a) as being unpatentable over Shmulewitz in view of Adamkowski and United 
States Patent No. 5,552,111 ("Moore"). Claim 45 stands rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shmulewitz in view of Adamkowski and United States Patent No. 
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5,984,870 ("Giger"). Claim 51 stands rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shmulewitz in view of Adamkowski and United States Patent Application Publication 
2003/0007598 ("Wang"). The Applicants respectfully traverse these rejections for at least the 
reasons previously discussed during prosecution and the following: 

I. The Proposed Combination Of Shmulewitz And Adamkowski Does Not Render 
Claims 1-17, 19-39, 41-44, 46-50, 52-62, 64 And 65 Unpatentable 

The Applicants first turn to the rejection of claims 1-17, 19-39, 41-44, 46-50, 52-62, 64 and 

65 as being unpatentable over Shmulewitz in view of Adamkowski. In order for a prima facie case 

of obviousness to be established, the Manual of Patent Examining Procedure (MPEP) states the 

following: 

[T]he prior art reference (or references when combined) must teach 
or suggest all the claim limitations. The teaching or suggestion to 
make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, and not based on 
applicant's disclosure. 

See Manual of Patent Examining Procedure (MPEP) at § 2142, citing In re Vaeck, 947 F.2d 488, 
20 USPQ2d 1438 (Fed. Cir. 1991) (emphasis added). Thus, as clearly set forth above, in order to 
establish a prima facie case of obviousness with respect to the claims, Shmulewitz and 
Adamkowski must teach or suggest all the claim limitations. The Applicants respectfully submit, 
however, that this proposed combination does not teach or suggest all the claim limitations, as 
discussed below. 
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A. The Office Action Has Not Established A Prima Facie Case Of Obviousness 
With Respect To Independent Claims 1, 24 And 52, Or The Claims That 
Depend Therefrom 

Initially, the Office Action acknowledges that the combination of Shmulewitz and 
Adamkowski does not describe, teach or suggest "at least one pivot assembly being operatively 
connected to each of said first and second compression plates," as recited in claims 1 and 52, as 
amended, or "at least one pivot assembly being operatively connected to each of said upper and 
lower compression plates," as recited in claim 24, as amended. In particular, the Office Action 
states that Shmulewitz "fails to teach that the two compression plates are angled with respect to 
each other, and consequently fails to teach any features for the assembly related to the 
mechanism or adjustment of such an angled arrangement." See October 2, 2007 Office Action at 
page 4. The Office Action also acknowledges that Adamkowski "does not teach that the pivot 
assembly is attached to each of the compression plates." See id. As such, the Office Action has 
not established a prima facie case of obviousness with respect to the pending claims because, as 
clearly set forth in the MPEP, Shmulewitz and Adamkowski "must teach or suggest ail the 
claim limitations" of the claims, which the Office Action acknowledges they do not. 

Turning now to the references in particular, Shmulewitz "relates to methods and apparatus 
for imaging breast tissue employing both X-ray and ultrasound technology to provide enhanced 
diagnostic capability, and enhanced X-ray imaging." See Shmulewitz at column 1, lines 9-12. In 
particular, Shmulewitz "provides methods and apparatus for augmenting conventional 
mammography equipment with an ultrasonic imaging system that provides geometrically 
registered X-ray and ultrasonic fields. . . ." Id. at column 1 , lines 12-16. 
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Shmulewitz discloses a system in which a breast is compressed between two compressive 
members that are parallel with one another, and typically parallel with the plane of the floor. 
Shmulewitz does not describe, teach, or suggest, however "first and second compression plates 
that are angled with respect to one another," or "at least one pivot assembly allowing relative 
motion between said first and second compression plates," as recited in claim 1. Indeed, the 
Office Action acknowledges these deficiencies in Shmulewitz. See October 2, 2007 Office 
Action at page 4 ("Shmulewitz ('927) fails to teach that the two compression plates are angled 
with respect to each other, and consequently fails to teach any features for the assembly related to 
the mechanism or adjustment of such an angled arrangement."). 

To overcome these deficiencies, the Office Action cites Adamkowski. Adamkowski 
"generally relates to medical X-ray imaging and particularly to mammography." Adamkowski at 
column 1, lines 5-7. In particular, Adamkowski "relates to a method and apparatus for 
mammographic compression which enables compressive forces to be distributed more uniformly 
along the breast while still providing sufficient compression at the chest wall." Id, at column 1, 
lines 7-12. 

The mammography device 10 of Adamkowski includes a receiver/breast supporting 

surface that is secured to a C-arm 14. For example, Adamkowski discloses the following: 

FIG. 1 illustrates a conventional mammography device 10 upon 
which the present invention may be used. The mammography 
device 10 comprises a base 12, an imaging C-arm 14 which is 
connected to the vertical travel assembly 12 via a pivot member 16, 
a X-ray tube 18 located at one end of the imaging C-arm 14 and an 
image receiver 20, which also provides a breast supporting surface, 
at the opposite end. 
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Id. at column 2, lines 44-50. Notably, the breast supporting surface 20 is not configured to pivot 
with respect to the C-arm 14, nor is it connected to a pivot assembly. See id., e.g., at Figures 1 
and 2. 

Adamkowski also discloses a second compression surface that is configured to pivot. 

The apparatus further includes a compression surface 32, which is 
shown as substantially planar, having a chest wall end 33a and 
nipple end 33b. The compression surface 32 is attached to the 
frame 30 at pivots 34a and 34b located between chest wall end 33a 
and nipple end 33b. 

Id. at column 2, lines 57-62. While the compression surface 32 is connected to pivots 34a and 
34b, the breast supporting surface 20 is not connected to those pivots, or any other pivots. 

The proposed combination of Shmulewitz and Adamkowski does not describe, teach, or 
suggest "at least one pivot assembly being operatively connected to each of said first and second 
compression plates," as recited in claims 1 and 52, as amended, or "at least one pivot assembly 
being operatively connected to each of said upper and lower compression plates," as recited in 
claim 24, as amended. Thus, for at least these reasons, the proposed combination does not render 
claims 1, 24, 52 or any of the claims that depend therefrom unpatentable. 

The Office Action contends, however, that attaching the pivot assembly to both 

compression plates is an obvious matter of design choice. See October 2, 2007 Office Action at 

page 5. In particular, the Office Action states the following: 

Applicant has not disclosed that attaching the pivot assembly to 
both compression plates instead of attaching it to one plate and a 
separate support member provides an advantage, is used for a 
particular purpose, or solves a stated problem. One of ordinary 
skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with either the pivot attached to 
both plates or the pivot attached to one plate and the separate 
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support member because both arrangements are effective to allow 
angular motion between the two compression plates. Therefore, it 
would have been an obvious matter of design choice to a person of 
ordinary skill in the art to modify Shmulewitz ('927), as previously 
modified by Adamkowski ('327) to attach the other end of the 
pivot assembly to the second compression plate instead of the 
support member in order to achieve the claimed invention. 

See id. This argument, however, runs afoul of patent examining procedure. As noted above, "the 

prior art reference (or references when combined) must teach or suggest all the claim 

limitations." MPEP at § 2142. In this case, neither Shmulewitz, nor Adamkowski describe, teach 

or suggest "at least one pivot assembly being operatively connected to each of said first and 

second compression plates," as recited in claims 1 and 52, as amended, or "at least one pivot 

assembly being operatively connected to each of said upper and lower compression plates," as 

recited in claim 24, as amended. Indeed, the Office Action even acknowledges as much. See 

October 2, 2007 Office Action at page 4 ("Shmulewitz ('927) fails to teach that the two 

compression plates are angled with respect to each other, and consequently fails to teach any 

features for the assembly related to the mechanism or adjustment of such an angled 

arrangement. . . . Adamkowski ('327) does not teach that the pivot assembly is attached to each of 

the compression plates.""). Thus, for at least these reasons, the Applicants respectfully submit 

that the Office Action has not established a prima facie case of obviousness with respect to the 

pending claims. 

The MPEP also mandates that the "teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art, and 
not based on applicant's disclosure." MPEP at § 2142. The Applicants respectfully submit, 
however, that the Office Action seemingly uses the Applicants' disclosure to formulate an 
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"engineering design choice" argument. Indeed, the Applicants' disclosure describes various 
embodiments, which are not described in the cited references. The Office Action appears to use the 
various examples discussed in the Applicants' disclosure to formulate the "engineering design 
choice" argument reproduced above. The cited references clearly do not describe, teach or suggest 
"at least one pivot assembly being operatively connected to each of said first and second 
compression plates," as recited in claim 1, for example, which the Office Action acknowledges. 
Thus, a prima facie case of obviousness has not been established with respect to the pending 
claims. 

B. The Office Action Has Not Established A Prima Facie Case Of Obviousness 
With Respect To Claims 5, 28 And 53 

With respect to claims 5, 28 and 53, the proposed combination of Shmulewitz and 

Adamkowski also does not describe, teach, or suggest "wherein said at least one pivot assembly 

comprises a spring member that connects [one] compression plate to [another] compression 

plate," nor has the Office Action attempted to show where such limitations are found in the cited 

references. While Shmulewitz discloses spring members 40 between the compression surface 32 

and the frame 30 that supports the compression surface 32, these springs are not used to connect 

the compression surface 32 to the breast supporting surface 20. Thus, for at least this additional 

reason, the Office Action has not established a prima facie case of obviousness with respect to 

claims 5, 28 and 53. Indeed, the proposed combination of references does not render these 

claims unpatentable. 



Page 23 of 26 



Serial No. 10/616,319 

Response Under 37 C.F.R. § 1.116 

October 11, 2007 

C. The Office Action Has Not Established A Prima Facie Case Of Obviousness 
With Respect To Claims 6, 29 And 54 

With respect to claims 6, 29 and 54, the proposed combination of Shmulewitz and 

Adamkowski does not describe, teach, or suggest a first compression plate being operatively 

connected to a first pivot assembly, and a second compression plate being operatively connected 

to a second pivot assembly, nor has the Office Action attempted to show where such limitations 

are found in the cited references. Thus, for at least this additional reason, the Office Action has 

not established a prima facie case of obviousness with respect to claims 5, 28 and 53. Indeed, 

the proposed combination does not render claims 6, 29 and 54 unpatentable. 

II. The Proposed Combination Of Shmulewitz, Adamkowski And Moore Does Not 
Render Claims 18, 40 and 63 Unpatentable 

The Applicants next turn to the rejection of claim 18, 40 and 63 as being unpatentable 
over Shmulewitz, Adamkowski and Moore. Moore discloses a system in which "the 
compression plate 14 and/or the support plate 16 are capable of one or both of lateral translation 
(A+B) between the inner surface 15 of the compression plate 14 and the inner surface 17 of the 
support plate 16." Moore at column 8, lines 3-8. While Moore discloses that the compression 
plates 14 and 16 may be laterally translated or twisted with respect to one another, the proposed 
combination of Shmulewitz, Adamkowski and Moore does not describe, teach or suggest a 
"swivel member that connects said at least one pivot assembly and first and second compression 
plates to said upright member," as recited, for example, in claim 18. Thus, for at least this 
reason, the proposed combination does not render claims 18, 40 and 63 unpatentable. 
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III. The Proposed Combination Of Shmulewitz, Adamkowski And Giger Does Not 
Render Claim 45 Unpatentable 

The Applicants next turn to the rejection of claim 45 as being unpatentable over 
Shmulewitz, Adamkowski and Giger. The Applicants note that the Office Action rejected claim 
49 under this combination of references, but the Applicants assume the Office Action meant 
claim 45. See claims 45, 49 and October 2, 2007 Office Action at page 4. Nevertheless, the 
Applicants respectfully submit that the proposed combination of references does not render 
claims 45 and 49 unpatentable for at least the reasons discussed above. 

IV. The Proposed Combination Of Shmulewitz, Adamkowski And Wang Does Not 
Render Claim 51 Unpatentable 

The Applicants respectfully submit that the proposed combination of Shmulewitz, 
Adamkowski and Wang does not render claim 51 unpatentable for at least the reasons discussed 
above. 

V. Conclusion 

In general, the Office Action makes various statements regarding claims 1-65 and the 
cited references that are now moot in light of the above. Thus, the Applicants will not address 
such statements at the present time. However, the Applicants expressly reserve the right to 
challenge such statements in the future should the need arise (e.g., if such statement should 
become relevant by appearing in a rejection of any current or future claim). 

The Applicants respectfully submit that the pending claims are in condition for allowance 
for least the reasons discussed above and request that the outstanding rejections be reconsidered 
and withdrawn. If the Examiner has any questions or the Applicants can be of any assistance, the 
Examiner is invited to contact the undersigned attorney for Applicants. 
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The Commissioner is authorized to charge any necessary fees, or credit any overpayment 
to Deposit Account 50-2401 . 



Respectfully submitted, 



Date: October 11. 2007 



/Joseph M. Butscher/ 
Joseph M. Butscher 
Registration No. 48,326 
Attorney for Applicants 



McAndrews, Held & Malloy, Ltd, 
500 West Madison Street, 34 th Floor 
Chicago, Illinois 60661 
Telephone: (312)775-8000 
Facsimile: (312)775-8100 



Page 26 of 26 



